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11. REMARKS 

Applicant gratefully acknowledges that the Examiner has allowed claims 1 2 and 1 3 
(Office Action, mailed August 12, 2009, at 5, lines 12-13). 

By the present amendment, the preamble of independent claims 10 and 12 have been 
amended to improve grammar and clarity, and not for a reason related to patentability. 
Therefore, the present amendment has no further limiting effect on the scope of claims 10 and 

12. Claim 10 was further amended to recite "an actuating lever located inside the volume of 
the case and meshed, directly or indirectly, with the first mechanism" as supported on page 4, 
lines 15-17, of Applicants' specification as originally filed. 

The present amendment adds no new matter to the above-captioned application. 

A. The Invention 

The present invention pertains broadly to a control device for a timepiece for 
activating a first mechanism, wherein the timepiece comprises a case delimiting a volume. In 
accordance with an embodiment of the present invention, a control device for a timepiece for 
activating a first mechanism, wherein the timepiece comprises a case delimiting a volume, is 
provided wherein the control device includes limitations recited by independent claim 10. In 
accordance with another embodiment of the present invention, a control device for a 
timepiece for activating a first mechanism, wherein the timepiece comprises a case delimiting 
a volume, is provided wherein the control device includes limitations recited by independent 
claim 12. Various other embodiments, in accordance with the present invention, are recited 
by the dependent claims. 

An advantage provided by the various embodiments of the present invention is that a 
control device for a timepiece for activating a first mechanism, wherein the timepiece 
comprises a case delimiting a volume, is provided wherein the control device may be 
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actuated very simply by means of a finger or fingemail so that no tools are necessary to 

operate the control device. Furthermore, a control device, in accordance with the present 

invention, provides an altemative to miniature push-buttons used as control devices. 

B. The Rejections 

Claims 10 and 1 1 stand rejected under 35 U.S. C. § 102(b) as allegedly anticipated by 
Ito (U.S. Patent 4,126,796, hereafter the "Ito Patent"). 

Claim 14 stands rejected imder 35 U.S.C. § 103(a) as allegedly unpatentable over the 
Ito Patent in view of Eray (U.S. Patent 5,751,668, hereafter the "Eray Patent"). Claims 15-17 
stand rejected under 35 U.S.C. § 103(a) as allegedly unpatentable over the Ito Patent in view 
of Kitai (U.S. Patent 3,780,525, hereafter the "Kitai Patent"). Claim 18 stands rejected under 
35 U.S.C. § 103(a) as allegedly unpatentable over the Ito Patent. 

Applicant respectfully traverses the Examiner's rejections and requests 
reconsideration of the above-captioned application for the following reasons. 

C. Applicant's Arguments 

Claims 12 and 13 have been allowed. 

i. The Rejection Under 35 USC 8102 

Anticipation under 35 U.S.C. § 102 requires showing the presence in a single prior art 
reference disclosure of each and every element of the claimed invention, arranged as in the 
claim. Lindemann Maschinenfabrik GMBH v. American Hoist & Derrick . 221 U.S.P.Q. 481, 
485 (Fed. Cir. 1984). In this case, the Examiner has failed to establish a prima facie case of 
anticipation against independent claim 1 0 because the Ito Patent fails to teach, or even 
suggest, each and every element recited by claim 10. 
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ii. The Ito Patent 

The Ito Patent discloses a "miniature reversible motor" that comprises a rotor (7) 
having a plurality of magnetic pole pairs, and a stator (6) having a pole face opposite the 
periphery of the rotor, wherein a magnetic member (5) of high permeability magnetic 
material is positioned proximate the periphery of the rotor (7) and magnetically couples with 
the magnetic poles of the rotor for determining a direction of rotation of the rotor (See 
Abstract of the Ito Patent, and col. 1, lines 45-60). The Ito Patent discloses that a positioning 
mechanism, as shown in Fig. Id, is operable for changing the position of the magnetic 
member (5) relative to the periphery of the rotor (7) to change the direction of rotation of the 
rotor determined by the relative position of the magnetic member and the periphery of the 
rotor (See Abstract of the Ito Patent, and col. 1, lines 35-37, and Figs, lb and Id). Figs, lb 
and Id of the Ito Patent are reproduced below for convenient reference. 




The Ito Patent does not teach, or even suggest, "an actuating lever located inside the 
volume of the case and meshed, directlv or indirectly, with the first mechanism " as recited by 
independent claim 10. Specifically, the Ito Patent does not teach, or suggest, an actuating 
lever meshed (i.e., mechanically linked) with a first mechanism. According to the Ito Patent, 
the magnetic member (5) is mounted at the end of a rotary lever (2) as shown in Fig. lb, 
wherein the magnetic member (5) is located close to the outer periphery of the rotor (7) and is 
located above the rotor (7), (Ito Patent, col. 2, lines 5-10). A manual lever (3) may be 
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operated from outside of the watch and is connected to the rotary lever (2), (Ito Patent, col. 1, 
lines 49-52). The rotary lever (2) can be rotated in two opposite directions as evident from 
Fig. la of the Ito Patent. The Ito Patent discloses that the magnetic member (5) reverses the 
direction of rotation of the rotor (7) as a function of the direction in which the lever (2) is 
rotated (Ito Patent, coL2, lines 1 1-40). 

Based on the above facts, a person of ordinary skill in the art would immediately 
understand that the magnetic member (5) is magnetically linked with the rotor (7). There is 
no physical contact that exists whatsoever between the magnetic member (5) and the rotor 
(7). On the contrary, it is necessary for all physical contact, i.e., all mechanical contact, 
between the magnetic member (5) and the rotor (7) be avoided; otherwise, the rotation of the 
rotor (7) will be impaired. 

For all of the above reasons, the Ito Patent does not teach, or suggest, (i) "an actuating 
lever located inside the volume of the case and meshed, directly or indirectly, with the first 
mechanism '" as recited by independent claim 10. Furthermore, it would not be obvious to 
modify the device disclosed by the Ito Patent so that it includes an actuating lever that is 
mechanically linked to the rotor (7) because such a feature would interfere with the operation 
of the mechanism that allows the rotor to rotate normally in the normal condition while 
allowing the rotor (7) to reversibly rotate when the manual lever (3) is moved (See Ito Patent, 
col., 2, lines 31-40). 

For all of the above reasons, Applicant has shown that the Ito Patent is insufficient to 
establish either a prima facie case of anticipation, or of obviousness, against claims 10 and 
11. 
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iii. The Rejection under 35 USC SI 03(a) 

A prima facie case of obviousness requires a showing that the scope and content of 
the prior art teaches each and every element of the claimed invention, and that the prior art 
provides some teaching, suggestion or motivation, or other legitimate reason, for combining 
the references in the marmer claimed. KSR hitemational Co. v. Teleflex Inc. . 127 S.Ct. 1727, 
1739-41 (2007); In re Oetiken 24 U.S.P.Q.2d 1443 (Fed. Cir. 1992). In the present case, the 
Examiner has failed to establish a prima facie case of obviousness against claims 1 0, 1 1 and 
14-18 because the combination of the Ito Patent, the Eray Patent and Kitai Patent fails to 
teach, or even suggest, "an actuating lever located inside the volume of the case and meshed, 
directly or indirectlv. with the first mechanism '' as recited by independent claim 10. 

iv. The Ito Patent 

The disclosure of the Ito Patent is discussed above. As admitted by the Examiner 
(Office Action, dated August 12, 2009, at 3, lines 14-16; at 4, lines 5-9; and at 5, lines 2-4), 
the Ito Patent does not teach, or even suggest, (ii) "the stem has a groove that houses a sealing 
gasket" as recited by claim 14, (iii) "the actuating lever cooperates with a corrector lever that 
is meshed with the first mechanism, and the first mechanism is an indicator mechanism" as 
recited by claim 15, (iv) "the corrector lever exerts sn elastic retum force on the actuating 
lever" as recited by claim 16, (v) "the control lever is embedded in a hollow arranged in a 
hom of the case" as recited by claim 17, and (vi) "the general axis of symmetry extends 
perpendicularly or parallel to a mid-plane in which there extends a movement of a timepiece" 
as recited by claim 18. 
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V. The Erav Patent 

The Eray Patent discloses a "push button and method for assembling such push 
button," wherein, as shown in Figure 1, the push button comprises a stem (10), provided with 
a head (5) able to be manipulated and sliding into an opening (2) provided in the middle part 
(3) of a timepiece, and stopping means preventing the removal of the stem (10), wherein the 
stem (10) comprises, on the head side (5), a main cylindrical body (11) extended by a shank 
(13) separated from the latter by a groove (12) intended to receive an O-ring sealing gasket 
(30), wherein the shank (13) has at its end an axial stud (17) ending in an annular rim (18), 
and the stopping means comprise a sleeve (20) inserted between the wall of the opening (2) 
and the shank (13), partially blocked by a ring (22) of greater external diameter than that of 
the opening (2) and of substantially equal aperture to the diameter of the stud (17), wherein 
the sleeve (20) compresses the O-ring sealing gasket (30) and is fixed to the shank (13) by 
riveting of the annular rim (18), (See Abstract of the Eray Patent). 

vi. The Kitai Patent 

The Kitai Patent discloses "setting means for indicating apparatus," as shown in 
Figures 1-4, wherein the setting means is intended for use in a digital indicating apparatus, 
for example, a digital clock having a plurality of coaxial indicating display wheels (4a), (4b), 
(4c), and a like plurality of coaxial reference display wheels (5a), (5b), (5c), wherein the 
setting means comprises a ratchet wheel (10) fixed on each of the display wheels and a single 
reciprocable setting member (6a) located between each of the indicating display wheels and 
the corresponding reference display wheel (See Abstract of the Kitai Patent, and col. 2, lines 
10-34; col. 3, lines 1-31). Figures 2 and 4 of the Kitai Patent are reproduced below for 
reference. 
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The Kitai Patent discloses a pawl (17) pivotally moimted on the setting member (6a) 

and movable between a first position in which it is engageable with the ratchet wheel (10) of 

the respective indicating display wheel and a second position in which it is engageable with 

the ratchet wheel (11) of the corresponding reference display wheel (Abstract of the Kitai 

Patent, and col. 3, lines 25-48). The pawl (17) is shifted from one position to the other by 

manually operable changeover means (7a) so that the same setting member (6a) is operable 




to rotate either the indicating display wheel or the corresponding reference display wheel to 
the desired setting (See Abstract of the Kitai Patent, and col. 3, lines 49-55). 

vii. Summary of the Disclosures 

The combined disclosures of the Ito Patent, the Eray Patent, and the Kitai Patent does 
not teach, or even suggest, "an actuating lever located inside the volume of the case and 
meshed, directly or indirectly, with the first mechanism " as recited by independent claim 10. 
Therefore, the Examiner has failed to establish a prima facie case of obviousness against 
claims 10, 11 and 14-18. 



-11- 



Patent Application Serial No. 10/599,278 
Attorney Docket No. ICB0276 



viii. No Legitimate Reason to Combine the Disclosures of the Ito Patent, 
the Erav Patent and the Kitai Patent 

A proper rejection under Section 103 requires showing (1) that a person of ordinary 
skill in the art would have had a legitimate reason to attempt to make the composition or 
device, or to carry out the claimed process, and (2) that the person of ordinary skill in the art 
would have had a reasonable expectation of success in doing so. PharmaStem Therapeutics, 
hic. V. ViaCelL Inc. , 491 F.3d 1342, 1360 (Fed. Cir. 2007). In this case, the Examiner has (1) 
failed to estabhsh a legitimate reason for combining the disclosures of the Ito Patent, the Eray 
Patent and the Kitai Patent, and (2) has failed to demonstrate that a person of ordinary skill in 
the art would have had a reasonable expectation of success of arriving at Apphcant's claimed 
invention even if the combination was made. Therefore, the Examiner has failed to establish a 
prima facie case of obviousness against claims 10, 11 and 14-18. 

Specifically, the Ito Patent does not disclose "an actuating lever located inside the 
volume of the case and meshed, directly or indirectly, with the first mechanism" as recited by 
independent claim 10. The Ito Patent discloses a rotary lever (2) provided with a magnetic 
member (5) mounted at an end of the rotary lever (2) as shown in Fig. lb. The Ito Patent 
discloses changing the position of the magnetic member (5) relative to the periphery of a 
rotor (7) to change the direction of rotation of the rotor based on the relative position of the 
magnetic member and the periphery of the rotor (See Abstract of the Ito Patent, and col. 1, 
lines 35-37, and Figs, lb and Id). Therefore, the Ito Patent discloses contactless, magnetic 
cooperation between the manual lever (2) and the rotor (7) so as to provide a mechanism for 
changing the direction of rotation of the rotor (7) . 

The Kitai Patent discloses a pawl (17) that shifts firom one position to another by 
manually operating changeover means (7a) so that the same setting member (6a) is operable 
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to rotate either the indicating display wheel or the corresponding reference display wheel to 

the desired setting (See Abstract of the Kitai Patent, and col. 3, lines 49-55). Thus, the Kitai 

Patent discloses a mechanically linked system for operating one display wheel or another 

display wheel . 

A person of ordinary skill in the art would realize that the Examiner has no legitimate 
reason to justify the combination of the Ito Patent and the Kitai Patent because the 
mechanisms disclosed by the Ito Patent and the Kitai Patent are substantially different in 
structure and function. Specifically, the mechanism disclosed by the Ito Patent utilizes 
magnetism to form a magnetic link between the lever (2) and the rotor (7). On the other 
hand, the mechanism disclosed by the Ito Patent utilizes mechanical parts, namely a pawl 
(17), to link changeover means (7a) to two wheels (5a) and (5b). Thus, the structure 
disclosed by the mechanisms disclosed by the Ito Patent and the Kitai Patent are substantially 
different. 

In addition, the mechanism disclosed by the Ito Patent operates to switch the direction 
of the rotor (7), (i.e., a wheel). The Kitai Patent, on the other hand, provides a mechanism for 
switching operation between two wheels (5 a), (5b) so that only one of the two wheels is 
operated at a time. The Kitai Patent does not teach, or even suggest, reversing the rotation of 
the two display wheels (4a) and (5a). Therefore, the mechanisms disclosed by the Ito Patent 
and the Kitai Patent are substantially different in fimction. 

In view of the above facts, a person of ordinary skill in the art would have absolutely 
no reason to combine the disclosures of the Ito Patent and the Kitai Patent because the 
mechanisms disclosed by these two patents are substantially different in structure and 
function. Based on the disclosure of the Kitai Patent, a person of ordinary skill in the art 
would not be motivated to transform Ito's contactless, magnetic mechanism into a contact 
effective mechanism utilizing a pawl because the mechanical mechanism disclosed by the 
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Kitai Patent does not pertain to a mechanism for changing the direction of rotation of a 

wheel. 

Furthermore, a person of ordinary skill in the art would not have had a reasonable 
expectation of success of obtaining Applicant's claimed invention, or any operable device, 
even if the combination of the Ito Patent and the Kitai Patent was made. Li particular, it 
would be unclear to a person of ordinary skill in the art how to apply the pawl (17) disclosed 
by the Kitai Patent to the rotor (7) disclosed by the Ito Patent because the device disclosed by 
the Ito Patent has only one rotor (7) and the changeover means (6a) employed by the Kitai 
Patent is used to change rotation from one display wheel to another display wheel. In other 
words, because the mechanism disclosed by the Ito Patent pertains to a single rotor (7), it is 
unclear how Kitai's pawl (17) could be applied to such a mechanism because the Kitai's pawl 
(7) is used to switch rotation between two wheels and not switch the rotation direction of a 
single wheel. The Eray Patent does not make up these deficiencies with respect to the 
disclosures of the Ito Patent and the Eray Patent. 

For all of the above reasons, the Examiner has failed to establish to establish a prima 
facie case of obviousness. 



III. CONCLUSION 

Claims 12 and 13 have been allowed. The Examiner has failed to establish a prima 
facie case of anticipation, or of obviousness, against claims 10, 1 1 and 14-18 because the Ito 
Patent, either alone or in combination with the Eray Patent and the Kitai Patent, does not 
teach, or even suggest, "an actuating lever located inside the volume of the case and meshed, 
directly or indirectly, with the first mechanism '' as recited by independent claim 10. 
Furthermore, the Examine has failed to establish any legitimate reason to justify the 
combination of the Ito Patent, the Eray Patent and the Kitai Patent, and the Examiner has 
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failed to demonstrate that a person of ordinary skill in the art would have enjoyed a 
reasonable expectation of success of arriving at Applicant's claimed invention even if the 
combination was made. 

For all of the above reasons, claims 10-18 are in condition for allowance and a prompt 
notice of allowance is earnestly solicited. 

The below-signed attorney for Apphcant welcomes any questions. 
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